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DETAILED ACTION 
Election/Restrictions 

1 . Applicant's election with traverse of Group II in the reply filed on May 21 , 2004 is 
acknowledged. The traversal is on the ground(s) that the Office Action stated that 
combination claim 1 did not specify an extension unit. The applicant then goes on to 
quote claim 1 in an attempt to show that the extension unit is recited. This is not found 
persuasive because the applicant took the examiner's comment out of context. The 
examiner never asserted that claim 1 did not recite an extension unit. The actual quote 
from the previous Office Action is as follows: "...the combination does not require an 
extension unit with an array of programmable switches [emphasis added]." The 
applicant further argues that as amended, the method claims are now inseparable from 
the apparatus claims. The examiner does not agree that the amendment accomplishes 
this feat. The apparatus does not require any means to determine optimal electrode 
configuration. The examiner does, however, agree that the newly submitted apparatus 
claims are inseparable. In view of this and despite the legitimacy of the original 
restriction requirement, the examiner will examine all of the apparatus claims currently 
present. The examiner also wishes to make it clear on the record that despite the 
applicant referring to claim 24 as depending on claim 23 (page 1 1 of the Remarks), 
claim 24 will be considered to be independent with the reference to claim 23 merely 
being a short-hand technique to incorporate the subject matter of claim 23 into claim 24. 

2. The requirement is still deemed proper between the method and the apparatus 
and is therefore made FINAL. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale In this country, more than one year prior to the date of application for patent in the United 
states. 

4. Claims 1-14 and 23-44 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Pohndorf et al. (Pat. No. 4.628.934). 
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Regarding claim 1, Pohndorf et al. disclose an apparatus comprising an 
implantable pulse generator (pacer 20) having a number of output sources that transmit 
electrical signals (note feedthroughs 350 or 381 and 382 of Figs. 8 and 9 respectively) 
to an implantable electrode array having a number of electrodes (31-34, etc. as shown 
in Fig. 1 ), wherein the number of electrodes Is greater than the number of output 
sources, and an extension unit (elements 348 or 378 of Figs. 8 and 9) coupled between 
the implantable pulse generator and the implantable electrode array and configured to 
electrically connect the output sources to a portion of the electrodes. 

The structure recited in claims 2-4 is clearly anticipated. 

Regarding claim 5, the examiner considers the electrodes on leads 26 and 28 
shown in Fig. 1 to constitute a multi-dimensional array arrangement. 

Regarding claims 6, 25 and 44, the distance between the implantable pulse 
generator and the extension unit as compared to the distance between the extension 
unit and the electrode array is relative. One could, for example, take the highly flexible 
electrode lead and bend it so that the tip of the lead touches near the extension unit, 
making the distance between the electrode array and the extension unit less than the 
distance between the extension unit and the pulse generator. Furthermore, the 
reference to a distance between a first and second landmark ais being greater than a 
distance between a second and a third landmark can be easily met when the recitation 
is given its broadest reasonable interpretation. One can take, for instance, a diameter 
of the lead between the extension unit and electrode array (or any other arbitrary 
measurement) to be a distance between the unit and the array, and compare this to a 
distance as measured from the pulse generator to the extension unit and say that the 
distance represented by the diameter of the lead is less than the distance represented 
by the second measurement. 

Claims 7 and 8 are clearly anticipated. Claim 7 is in fact so broadly drafted, that 
if allowed in its present state, literally every multiplexer switch ever manufactured would 
infringe on the claim. Intended use for the switch in the preamble will have little effect in 
distinguishing over the prior art of record in the absence of any language in the body of 
the claim limiting the switch to such use. The examiner encourages the applicant to 



Application/Control Number: 10/045.122 Page 4 

Art Unit: 3762 

make substantive revision to the claim in order to avoid continued rejection of such 
unduly broad subject matter. Parallel comments apply to claims 23 and 26. 

Regarding claim 9, Pohndorf et al. teach that the switches in the programmable 
array may be bistable magnetic reed switches in col. 10, lines 12-24. Such relay 
switches are considered to retain their switching state after power has been removed. 
The devices are in microcircuit form as per col. 9, lines 53-68. 

Regarding claims 10-12 and claims with similar limitations, the examiner 
considers the electrical paths containing the zener diodes shown in Figs. 3 and 3A to 
constitute an array of wave shaping circuits, with the diodes inherently shaping the 
amplitude and frequency of signals received on the output sources in order to attenuate 
high energy pulses and prevent damage to circuitry. 

Concerning claims 13 and 14, the examiner considers any magnetically activated 
switch to be mechanically and magnetically adjustable. The term "adjustable" merely 
means capable of adjustment. 

Claim 23 is clearly anticipated. 

Regarding claim 24, note col. 10, lines 25-40 where the function of sensing is 
discussed. 

Claims 26 and 27 are clearly anticipated. As drafted and stripped of its intended 
use statements and non-limiting functional language, claim 26 is simply directed to an 
extension unit comprising input lines, output lines and an array of switches connected 
there-between. As stated above, a simple multiplexer switch would read on the claim 
(or even common household light switches). The "...for electrically connecting..." 
recitation in the claim preamble is considered to be a statement of intended use 
unsupported by sufficient structural recitation in the claim body and therefore does not 
give life and meaning to the claim. The "...for receiving..." and "...for electrical 
connection..." clauses associated with the input and output lines are merely functional 
statements. Any input line or output line capable of meeting these functional statements 
would meet the limitations of the claim. Since an input line or an output line can be 
represented simply by a conductive path or wire, clearly any such path can receive input 
signals or electrically connect to electrodes. The "whereby" clause is non-limiting 
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because it simply states a desired result. Once again the examiner recommends 
substantial revision. 

Regarding claims 28 and 33, note the rejection of claim 9 above. 

Regarding claims 38 and 39, note the rejection of like claims 13 and 14 above. 

Claim 40 is clearly anticipated. 

Regarding claim 41 , note the rejection of like claim 24 above. 
Claim 42 is clearly anticipated. 

Regarding claim 43. note the rejection of like claim 5 above. 

Conclusion 

5. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

6. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Kennedy Schaetzle whose telephone number is 703 
308-221 1 . The examiner can normally be reached on 9:30 -6:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Angela Sykes can be reached on 703 308-0851 . The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Infonnation regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



KJS 

August 3, 2004 



